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In re Patent Application of; | 

Edwaid R. LAVALLIE et cd\ 

Serial No. 08/949,904 i 

Filed: October 15, 1997 j 

For HUMAN SDF-5 PROiTElN AND 
COMPOSITIONS 



Mail Stop Appeal Bricf-Patfents 



Commissioner for Patents 
P.O. Box 1450 ! 
Alexandria, VA 22313-1450 



) ! 

I 

) Group Art Unit: 1642 i 
) Examiner: Susan UNGAH 
) Confirmation No.: 8744' 

) i' 



CERTlFfCATEOF MAIUNO OR TRAN»n11SSION 
[37CFR1.8(a)3 : ' 



bereby ccrtUy thai ihix ooxrespoodcnit is haag Cacsnnile 
trtmmitfedt lhoUSrrOat ,onJun«i i7.2005. 




Stgnnture: 



I . 



REPLY TO NOTIFICATION OF NON-COMPLIANT APPEAL BtilEF 



In response to the Notification of Non-Compliant Appeal Brief mailed ^ liay 19, 2005, 

I * • . 

please consider the following remarks, | 
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Remarks 

i ' 

Applicants appreciate the coxutesy extended by Examiner Ungar during iie telephone 
conference wifli Applicants' representatives, Raymond Van Dyke and Xu Zhan^ on May 24, 

t 

2005. During the telephone conference, Examiner Ungar explained the lasis for the 
Notification of Non-Compliaht Appeal Brief 

In the Notification, the Examiner contends that Applicants' Appeal Brief filed 
February 7, 2005 does not cbntain tihe required "Grouping of claims." Applies its, however, 
respectfiilly direct the Examiner's attention to 37 CFR 41 .37(c)(l)(vii), which tex ds: 

Each ground of rejection must be treated under a separate heading. Fcfi : each 
ground of rejection applying to two or more claims, the claims may be a gued 
separately or as a group. When multiple claims subject to the same grot ad of 
rejection are argued m a group by appellant, the Board may select a|: single 
claim fixwn the group of claims that are argued together to decide the j ppeal 
with respect to the group of claims as to the ground of rejection on the bf sis of 
the selected claim | alone. Notwitiistanding any other provision <?•: this 
paragraph, the failur^ of appellant to separately argue claims which apjpellant 
has grouped togedierj shall constitute a waiver of any argument that the" 3oard 
must consider the patentability of any grouped claim s^iarately. Any claim 
argued separately should be placed under a subheading identifying the claim 
by number- Claims irgued as a group should be placed under a subh< ading 
identifying the claim$ by number. : 

See 69 Fed. Reg. 50006 (August 12, 2004). Accordingly, Applicants respectfijj: y submit that 

37 CFR 41,37(o)(l)(vii), wljdch became effective on September 13, 2004, docs not require 

•^Grouping of claims." [ i 

The elimination of tl^e "Grouping of Claims" requirement is fiirther sup i>orted by the 

Explanation of Changes published with the final Rules of Practice Before the Bi ^ard of Patent 

Appeals and Interferences, js^ 69 Fed Reg. 49960 (August 12, 2004). In pa ticularly, the 

i 

Explanation of Changes States: 

The grouping of claims requiranent set forth in foimer Rule 192(c (7) is 
removed. The genersfl purpose served by former Rule 192(cX7) is addrcs sed in 
§ 4l.37(cXl)(viii). The existing grouping of claims rcquirranent has led to 
many problems | 

See 69 Fed. Reg, 49962 (Ajugust 12, 2004). Therefore. Applicants respectfiity submit that 
the "Grouping of Claims" r^uirement is no longer applicable to appeal briefs. ; 

Applicants also resiJectfiiUy submit that the Examiner's reliance on MPEP 1206 is 
improper- The most recent frersion of MPEP 1206, as revised May 2004, is ba? 5d on 37 CFR 
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1.192, which, however, has been removed by the final Rules of Practice Befoaj'the Board of 

i 

PatCTt Appeals and Interfer^oes. §^69 Fed. Reg. 49960 (August 12, 2004). | Accordingly. 
Applicants respectfully sublimit Aat MPEP 1206, as revised May 2004, is inap^ icablc to the 
instant Appeal Brief 

Based on all of the above reasons. Applicants respectfully submit th^. Applicants' 
Appeal Brief filed Februar]r 7, 2005 complies with all of the requiremcnl^.of 37 CFR 
41.37(c). Reconsideration aiid withdrawal of the non-compliance notification ire, therefore^ 
respectfully requested. i 

Although Applicants believe that no fee is due, the Commissioiit?r is hereby 
authorized to charge any payment deficiency to deposit account numbar 19-p'380 (31896- 
52000), Should the Examiner have any questions, the Examiner is invited to contact 
Applicants' representative designated below. 



Date: June 17, 2005 



Nixon Pcabody LLP 
Suite 900 ! 
401 9* Street i 
Washington D.C. 2004-212^ 
Td: (202) 585-8250 ! 
Fax:(202)585-8080 j 




. Van Dyke 
Reg- No. 34,746 
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